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CartHaGceE Tosacco Works v. Bartow-Moore Tosacco Co. 
United States Circuit Court of Appeals, Sixth Circuit 
May 15, 1925 


Trape-Marks AND Trape-Names—Descaiprive Worps nor Vamp TRabE- 

Marks. 

Words, marks, or names not denoting origin or ownership, but 
merely descriptive and commonly and commercially known and used 
in trade as descriptive of quality, class, grade, or composition of 
article sold, are not valid trade-marks. 

Trape-Marks anpD TrapE-Names—Unram Competirion—‘Rep” or “Rep 

Lear,” ror Tosacco, Hetp Descriptive. 

The words “Red” or “Red Leaf,” commercially used to designate 
grade of tobacco, cannot be appropriated as trade-mark, notwithstand- 
ing leaf is not actually red in color, or that an order for “Red Leaf,” 
nothing more appearing, would be too indefinite to fill. 


In equity. Action for infringement of trade-mark and unfair 
competition. Decree for defendant, and plaintiff appeals. Affirmed. 
For opinion below see 14 T. M. Rep. 802. 


This appeal involves the question of infringement of a registered trade- 
mark and unfair competition. The appellant and appellee are both en- 
gaged in the manufacture and vending of chewing and smoking tobacco. 
The appellant in its bill of complaint alleged that in June, 1899, it adopted 
as a trade-mark the words “Red Leaf” to designate its product and has 
ever since used that name for that purpose; that when this name was 
adopted by appellant it was original, new, distinctive and had never there- 
tofore been used in the tobacco business; that on June 25, 1901, it applied 
to the United States Patent Office for the registration of this trade-mark 
“Red Leaf,” and after full compliance with the law, registration was allowed 
on August 6, 1901, and is in full force and effect, unrevoked and uncan- 
celed; that this trade-mark is the property of the appellant and has ever 
since been used to designate its products exclusively; that it has expended 
a large amount of money in advertising its tobacco for 19 years as “Red 
Leaf” and has built up a large trade; that the appellee has put upon the 
market a chewing and smoking tobacco under the name “Moore’s Red Leaf 
Twist” and “Moore’s Red Leaf Smoking Tobacco”; that the products are 
similar in size, color, and shape; that the appellee’s use of the words “Red 
Leaf” is an infringement of appellant’s trade-mark; and that the use of 
the same and the imitation of plaintiff’s package is calculated to deceive 
the trade and is unfair competition. 

The appellee in its answer denied that appellant had or has any right 
to appropriate to its exclusive use the words “Red Leaf” in the tobacco 
trade, and further alleged that these words at the time of their adoption 
by appellant were not original, new, or purely fanciful and arbitrary, but, 
on the contrary, that the words “Red Leaf,” whether taken separately or 
in combination, have been of common and general use in the tobacco busi- 
ness for a long number of years; that they are fairly indicative of the 
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grade and quality of tobacco and belong to the trade and to the public 
and cannot be exclusively appropriated by any one manufacturer or dealer. 

The appellee also denied it had been guilty of any unfair competition 
in the marketing of its products. The trial court found on the issue joined 
for the defendant, denied the injunction, and dismissed the bill of com- 
plaint, from which decree the Carthage Tobacco Works appeals. 


Edwin C. Henning, of Evansville, Ind. (H. B. McGinness, of 
of Carthage, Tenn., on the brief), for appellant. 


John B. Rodes, of Bowling Green, Ky. (Sims § Sims, of Bowl- 
ing Green, Ky., on the brief), for appellee. 


Before Denison, Donanve, and Knappen, Circuit Judges. 


Donanve, Circuit Judge (after stating the facts as above): 
Upon the trial of this cause, a stipulation was filed, which, in part, 
reads as follows: “All twists and granulated tobaccos are dressed 
and marketed for the public in practically the same form, color and 
shape of package as complainant and defendant are using. The 
sole and only issue arising on the question of infringement between 
the complainant and defendant being the use by defendant of the 
words ‘Red Leaf.’ ” 

While there is some conflict in the evidence, nevertheless it 
appears from the record that the appellee established by a fair 
preponderance of the evidence that the words “Red Leaf” are not 
fanciful and arbitrary, but are distinctive and descriptive of a 
grade, character, and quality of certain species of tobacco; that 
these words are commonly used and employed as descriptive of 
grade and quality of these several species by all tobacco raisers, 
dealers, and manufacturers. There is also substantial evidence 
tending to prove that there is a distinct variety or species of tobacco 
grown from seed, in Barren and Smith counties, Tenn., in the upper 
Cumberland district, known as “Tennessee Red Leaf.” The ap- 
pellant’s factory is located in Barren county. 

It is claimed on behalf of appellant that these words cannot be 
descriptive of grade or quality for the reason there is no such thing 
as “Red Leaf” tobacco. Strictly speaking, that may be true, never- 
theless it is conclusively established by the evidence that red or 
red leaf is commercially used to designate a certain grade, differing 
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in color from other grades of at least three species or varieties of 
tobacco grown in Tennessee, and that what is known as the Red or 
Red Leaf grade is recognized as of better quality and commands a 
higher market price than several other grades of the same tobacco. 
It is therefore wholly unimportant whether the leaf is actually red 
or only a reddish brown, if it be known and designated in the trade 
as “Red Leaf.” 

It is further claimed on the part of the appellant, and there is 
some evidence to that effect, that “Red Leaf” standing alone would 
have no significance in the trade, and that if an order were given 
to a dealer for “Red Leaf,’ nothing more appearing, it would be 
too indefinite to fill. That, no doubt, is true, but it further appears 
from the evidence that it would be equally true if an order were 
given for a distinct species, or variety, such as Burley, Green River, 
or One-Sucker tobacco, without designating dark brown, red, bright, 
or select. Such an order would be equally as indefinite as an order 
for Red Leaf without designating “Green River,” “One-Sucker,” 
“Burley,” or “Tennessee Red Leaf,” yet it would hardly be claimed 
that “Green River,’ “One-Sucker,” “Burley” or “Tennessee Red 
Leaf” could be appropriated as a trade-mark. 

It is also claimed on the part of the appellant that even though 
“Red Leaf” might have some meaning in the trade to growers, 
dealers, and manufacturers, it has no significance whatever to the 
consumer. This contention is not sustained by the evidence. It 
appears by the excerpts from two issues of Western Tobacco Journal 
of Cincinnati of March 5 and 12, 1923, copied into the record, that 
red grade of Green River leaf is quoted at $18 to $40, while dark 
leaf of the same tobacco is quoted from $10 to $30. A like differ- 
ence in market value also applies to like grades of One-Sucker and 
Burley. This evidence would indicate that the consumer is very 
much concerned about the color of the tobacco he uses and is will- 
ing to pay a higher price for the red or bright leaf than the dark 
leaf of the same tobacco. This demand and willingness to pay on 
the part of the consumer is reflected in the wholesale market quota- 
tions, otherwise a level price would obtain for all colors of the 
same variety of tobacco in both wholesale and retail markets. If 
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the ultimate consumer were not concerned as to color, the grading 


by color would appear to be without purpose or advantage in the 
trade. 

Words, marks, or names which do not denote origin or ownership, 
but are merely descriptive and commonly and commercially known 
and used in the trade or business as descriptive of the quality, class, 
grade, or composition of the article sold, are not valid trade-marks 
and may not be appropriated. Columbia Mill Co. v. Alcorn, 150 
U. S. 460, 463, 14 S. Ct. 151, 37 L. Ed. 1144; Rouss, Inc. v. Win- 
chester Co. (C. C. A.) 800 F. 706, 711 [14 T. M. Rep. 159], and 
cases there cited. 

Upon the question of unfair competition it clearly appears 
that, eliminating from the appellee’s label the words “Red Leaf,” 
there is no similarity whatever. The script upon the appellee’s 
label is wholly different and there is no resemblance whatever, 
“even as a picture.” Schlitz Brewing Company v. Houston Ice 
Co., 250 U. S. 28, 30, 39 S. Ct. 401, 63 L. Ed. 822 [9 T. M. Rep. 
279]. 

The appellee having the right to use the words “Red Leaf,’ it 
cannot now be held guilty of unfair competition because it has 
done so. The stipulation that all twists and granulated tobaccos 
are dressed and marketed for the public in practically the same 
form, color, and shape of package as complainant and defendant 
are using, eliminates from our consideration all questions of simi- 
larity of packages in connection with the claim of unfair competi- 
tion. 

For the reasons stated, the judgment of the District Court is 
affirmed. 





PARMELE PHARMACAL CO. V. WEINER 


ParMELE PuarMacat Co. v. WEINER 
(5 F. [2d] 750) 


United States District Court, Southern District of New York 
February 4, 1924 


TrapE-Marks anp Trape-Names—“AsepTikons,” APPLIED TO VaGInaL SupP- 
posiTories, Hetp DescriprivE, AND NoT Vamp TrapE-Marx. 
“Aseptikons,” applied to vaginal suppositories, held descriptive, 

as indicating article free from disease germs, and not a valid trade- 
mark. 

Trape-Marks aND TrapE-Names—Worp “QUINSEPTIKONS,” FoR VAGINAL 
Supposrrorires, Herp Arsirrary Worp, ann Vain Trape-Mark. 
“Quinseptikons,” applied to vaginal suppositories composed of 

quinine, held arbitrary word, with no descriptive quality sufficient to 
prevent its use as a trade-mark. 

Trape-Marks anv Trape-Names—Marx “Quinseptikons,” Heip nor In- 
FRINGED BY COMPLAINANT'S Mark, “AsEptrKons.” 

Defendant’s trade-mark, “Quinseptikons,” applied to vaginal sup- 
positories, held not infringed by complainant’s name “Aseptikons,” 
applied to similar article, which, being descriptive, may be used by 
any one, unless so used as to cause confusion. 


In equity. Suit to restrain infringement of trade-mark. Com- 
plainant’s bill and defendant’s counterclaim dismissed. 


Prindle, Wright § Small, of New York City (Edwin J. Prindle 
and Kenneth S. Neal, both of New York City, of counsel), 


for complainant. 


Walter H. Pumphrey, of New York City, for defendant. 


Aveustus N. Hann, D. J.: This is a suit to restrain infringe- 
ment of complainant’s trade-mark, “Aseptikons,” registered June 
20, 1911, upon an application filed February 6, 1911. The defend- 
ant relies upon the prior use of the trade-mark “Quinseptikons,” 
registered February 20, 1923, on an application filed April 17, 1922. 
The certificate of registration of the latter trade-mark states as 
the date of defendant’s adoption and first use of the mark the year 
1908. 

The defense is prior use, and the answer in a counterclaim 
prays for an injunction against the complainant, based upon the al- 
leged priority of defendant’s mark, and infringement by reason of 
the employment by complainant of a similar trade-mark. 
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Each party also asserts for a cause of action against the other 
in bill or counterclaim for unfair trade. Diverse citizenship is 
alleged, so that a cause of action might lie, even if a technical trade- 
mark could not be established. Each of these trade-marks was 
used in connection with the sale of vaginal suppositories. In my 
opinion, “Aseptikons” is a descriptive word, that cannot be used as 
a trade-mark. The decision of the Circuit Court of Appeals of the 
Second Circuit in Thermogene Co. v. Thermozine Co., 234 F. 69, 48 
C. C. A. 85 [6 T. M. Rep. 247], seems conclusive. ‘“Aseptikons” 
is in a sense a coined word, yet it plainly denotes to the ordinary 
man an article free from disease germs. If it be not given the 
meaning of the Greek word with an adjective suffix, but rather 
that suggested by the defendant of “Asepticon Cones,” its descrip- 
tive character is still more plain. Being of that character, it does 
not lose its quality and become arbitrary by being misspelled. 
Standard Paint Co. v. Trinidad Asphalt Co., 220 U. S. 455, 81 S. 
Ct. 456, 55 L. Ed. 586 [1 T. M. Rep. 10]. 

The word “Quinseptikons” is in a different category. It is 
said by the defendant to have been given because the suppositories 


which he compounded had quinine as an ingredient and were 
aseptic in character. The prefix “quin,” however, affords no indi- 


cation that quinine is an ingredient. It might be an abbreviation 
for the Latin word quinque (five) or for quinine, or might be a 
mere fanciful syllable. The remainder of the word “Quinsepti- 
kons,” if taken literally, indicates septic, rather than aseptic, or 
antiseptic, pharmaceutical preparations. It may be contended that, 
in a long word like “Quinseptikons,” the alpha privative is so 
naturally elided in speaking that the omission of it in writing still 
leaves the meaning clear, and that such meaning, in view of the sub- 
ject-matter, is naturally aseptic. If this is so, and “quin” natural- 
ly refers to quinine, then the word, taken as a whole, is descrip- 
tive, and can, no more than the complainant’s word, “Aseptikons,” 
be a valid trade-mark. In my opinion, however, “Quinseptikons” 
is an arbitrary word, with no descriptive quality sufficient to pre- 
vent the use of it as a trade-mark. Whether or not it was used 
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prior to “Aseptikons,” the latter is descriptive, and may be used 
by any one so long as there is no confusion with complainant’s 
goods. 

There is no evidence of deception or other unfair trade. While 
I have carefully read the record, and considered the testimony as 
to the dates of adoption and use of the respective trade-names, it is 
unnecessary to make any finding as to these matters, since the com- 
plainant’s trade-mark is invalid, and the defendant’s mark is not 
infringed by the descriptive term “Aseptikons.” The latter is 
not only descriptive, but quite different from the former. 

The bill and counterclaim are each dismissed, without costs. 
Settle decree on notice. 

(This decision was affirmed by the United States Circuit Court 
of Appeals for the Second Circuit on January 19, 1925.—Ep.) 


ParRFUMERIE Rocer & GALLET v. JoHN WANAMAKER, NEw York, 
AND JOHN WANAMAKER, PHILADELPHIA 


United States District Court, Southern District of New York 
July 21, 1926 


Trape-Marks—INFRINGEMENT—“FLEurs d'Amour,” “Bovavuet pes AmouRs,” 
“CHaRME D’AmourR” FoR PerFuMERIES—Worp “Amour,” BEING IN 
Common Use, Cannot Be Monopouizep. 

Plaintiff, on the strength of his registration and use of the words 
“Fleurs d’Amour,” and “Bouquet des Amours,” for perfumeries and 
toilet articles, could not prevent the use by defendants of the word 
“Charme d’Amour” on similar goods, since the word “Amour” has been 
in common use as a feature of other trade-marks for the like goods; 
moreover, the other words composing the respective marks are sufficient 
to distinguish them from each other. 

Trape-Marxs—InrrinGeEMeNtT—Facts Present iN Particutar Case to Bre 
ConsIDERED. 

While general fundamental rules may be considered in determin- 
ing the question of infringement, with relation to the particular words 
of a trade-mark, to a large extent the case must stand or fall on the 
facts peculiarly applicable thereto. 


In equity. Suit for alleged trade-mark infringement. Motion 
for preliminary injunction denied. 
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Evarts, Choate, Sherman & Leon (Maurice Leon, of counsel), 
all of New York City, for plaintiff. 
Howson & Howson, of New York City, for defendants. 


Winstow, D. J.: This is a motion for a preliminary injunc- 


tion in an action for infringement of trade-marks owned by the 
plaintiff—‘“Fleurs d’Amour” and “Boquet des Amours.” These 
trade-marks were registered in the United States Patent Office as 


follows: 

“Fleurs d’Amour,” words alone in Class 4 (soaps), registered 
September 19, 1922, No. 159,058; in Class 6 (perfumery products), 
registered September 18, 1923, No. 173,109; words with figures of 
Cupid in Class 4 registered October 2, 1923, No. 173,817; in Class 
6 registered November 14, 1922, No. 161,581. 

“Bouquet des Amours,” words alone, in Class 4 (soaps’), regis- 
tered May 6, 1924, No. 183,656; in Class 6 (perfumery goods), 
registered May 20, 1924, No. 184,199; words with figures of Cupid 
in Class 4, registered July 29, 1924, No. 187,283; in Class 6, regis- 
tered August 5, 1924, No. 187,411. 

The defendants are using the words “Charme d’Amour” on 
similar goods. There does not seem to be such similarity in dress 
in the products of plaintiff and defendant as to warrant the con- 
clusion that from that alone the casual purchaser would confuse the 
products of the defendant with those of the plaintiff. The case 
presents one of trade-mark pure and simple and the right of the 
plaintiff to the exclusive use of the French word “Amour” with 
other word or words preceding it on the merchandise to which the 
trade-marks in question apply. 

Pursuant to stipulation, depositions taken by both sides, in a 
proceeding before the Patent Office, are here received, together with 
affidavits. The depositions and the exhibits before the Court seem 
to cover the entire subject matter. The plaintiff also files an 
affidavit, with exhibits, showing that the New York defendant is 
continuing the sale of its products in connection with the use of 
the words “Charme d’Amour.” 

From the record, it would appear that the plaintiff's merchan- 
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dise has been sold by it, or its predecessor in interest, with the 
trade-mark “Bouquet des Amours,” since 1891; and, in like manner, 
merchandise bearing the trade-mark ‘Fleurs d’Amour” has been 
sold in the United States since 1902. Sales of “Fleurs d‘Amour” 
have increased from year to year, until they now exceed the sales 
of goods bearing the words “Bouquet des Amours.” 

The defendant, on its part, has produced evidence that com- 
modities of the character involved here have been sold by it, bear- 
ing the words “Rose d’Amour,” perhaps as early or earlier than 
1915. The Aubry Sisters, Inc., in or about 1915, made and sold a 
brand of perfume under the trade-name of “Reve d'Amour.” This 
was registered as a trade-mark in the United States Patent Office, 
on December 11, 1917, although its use was claimed as early as 
September, 1915. There is also some evidence in the record that 
the defendant handled a line of perfumery manufactured by a 
French dealer under the trade-name of “Caresse d'Amour de Mury” 
in or about December, 1920. The Philadelphia house of John 
Wanamaker has sold this since March, 1921. There is other evi- 
dence in the record of the public sale of perfumery for some years 
under the names of “Esprit d'Amour,” “Bel Amour” and “Etoile 
d’Amour.” 

The defendant, “John Wanamaker, Philadelphia,” filed an 
application for the registration of its trade-mark “Charme d'Amour” 
in the United States Patent Office, which was found registrable and 
thereupon published in the United States Patent Office Gazette. 
The plaintiff filed a notice of opposition to the filing of this trade- 
mark, and the depositions which are now before this Court were 
taken in that proceeding between June, 1924, and January, 1925, 
to which depositions reference is heretofore made. 

The real question involved is whether the plaintiff is entitled 
to exclude everyone from the use of the word “Amour” in any com- 
bination as a trade-mark for perfumes. Assuming that the word 
“Amour” as applied to perfumes is one that might have been 
monopolized, the trade-marks in question have not used that word, 
except in combination with the words preceding it. If, however, 
the word “Amour” were the distinguishing feature and it identified 
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plaintiff's goods to the purchaser without regard to the words 
preceding, it might be that confusion would arise in the mind of 
the purchaser and the defendant’s products might be palmed off 
or sold as the plaintiff's. It is, however, in evidence that the 
perfume “Bouquet des Amours” and “Fleurs d’Amour” themselves 
are two separate and plainly distinguishable odors and that plain- 
tiff itself found it necessary to distinguish these two perfumes by 
the two trade-marks. Indeed, it was not long before the purchas- 
ing public manifested a preference for the odor of “Fleurs 
d’Amour.” In like manner, the odor of defendants’ product is 
plainly distinguishable from that of either of plaintiff's. The 
mark of the defendants differs from the two marks of the plaintiff 
as much as they differ from each other. 

The Court’s attention is directed to the use of the word 
“Kodak,” the exclusive use of which was protected. “Kodak” was 
purely an arbitrary, coined word. Attention is also directed to 
the case of Cannert v. Ruppert, 127 Fed. 962, in which the Circuit 
Court of Appeals for this Circuit held that the word “Comfort,” a 
good English word, was susceptible of exclusive appropriation for a 
valid trade-mark as applied to a monthly periodical, and granted 
an injunction restraining defendant from using the name “Home 
Comfort” for a magazine. But in that particular case, the word 
“Comfort” was the distinguishing title of the magazine, and the 
addition of the word “Home” was a very apparent attempt to con- 
fuse readers. “Amour” is not here the distinguishing feature of 
the trade-mark, but it is the combination of the words “Fleurs 


d’Amour” and “Bouquet des Amours.” Similar reasoning was 
applied in the case of Valvoline Oil Co. v. Havoline Oil Co., 211 
Fed. 189 [4 T. M. Rep. 257], where the suffix “line” was held 
not to be susceptible of exclusive appropriation. 


“The commercial impression of a trade-mark is derived from it as a 
whole, not from the elements separately and considered in detail.” 

Beckwith v. Commissioner, 252 U. S. 585 [10 T. M. Rep. 255}. 

While general fundamental rules must be considered in de- 
termining the question of infringement with relation to the particu- 
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lar words of the trade-mark, to a large extent the case must stand 
or fall upon the facts peculiarly applicable thereto. I do not be- 
lieve that the scope of plaintiff’s trade-marks, in view of the facts 
in this case, warrants the Court in concluding that the plaintiff is 
entitled to a preliminary injunction reserving to it the exclusive 
use of the word “Amour” as applied to the products considered 
herein. If there were a similarity of dress, or perhaps of odor, 
tending to unfair competition or confusion in the mind of the aver- 
age purchaser, a different question might arise, but that proposition 
is not here present. I am persuaded that, on the record, I am not 
justified in granting the motion for an injunction pendente lite. 

Motion denied. 







































Tue Founpry Equipment Company v. Tue F. A. Coteman 
CompaNy AND Frepericx A. CoLEMAN 


United States District Court, Northern District of Ohio, Eastern 
Division 
January 29, 1925 


Trape-Marxs anp Trape-Names—Uwnram Competition aNp Trape-MarK 

INFRINGEMENT DistrincuIsHED—Proor REQuIRED. 

If a good trade-mark is infringed, no proof is required to show 
wrongful intent nor facts from which an inference of such wrongful 
intent may be made; whereas, if not a good trade-mark and relief is 
given under the law of unfair competition, the evidence must prove 
such wrongful intent in fact or justify such an inference from the 
inevitable consequences of the act complained of. 

Same—Same—“Coteman” For Ovens, Furnaces anp Founpry Equipment 

—Bearrr oF Name Must Distincuish 1x Use From Twat or 

Prion User—Insuncrion. 

Plaintiff's right to the use of the name “Coleman” on ovens, fur- 
naces and foundry equipment, derived from its predecessors, by whose 
use it had come to identify such goods as originating with them and 
with plaintiff, held superior to that of defendants, whose president, 

F. A. Coleman, although the original designer of the furnaces bearing 

his name, made no trade-mark use thereof until long after its first 

use by the plaintiff; and defendants were enjoined from the use of 
the name “Coleman,” except as a part of their corporate name, but 
were permitted to use the phrase “F. A. C. Equipment for Foundries” 
in their advertising. 
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In equity. Action for trade-mark infringement and unfair 
competition. Modified injunction granted. 


Fay, Oberlin §& Fay (John F. Oberlin, of counsel) of Cleve- 
land, Ohio, for plaintiff. 

Thurston, Kwis §& Hudson (A. F. Hudson, of counsel) all of 
Cleveland, Ohio, for defendant. 


Westennaver, D. J.: Plaintiff’s bill changes infringement 
of a trade-mark consisting of the family surname “Coleman” and 
unfair competition. The material facts are not in dispute. Counsel 
agree in the main as to the law. It is urged on behalf of defend- 
ants that the word “Coleman,” being a family surname and regis- 
tered under the Trade-Mark Act of 1920 is not a good trade-mark 
at common law, citing Charles Broadway Rouss, Inc. v. Winchester 
(2 C. C. A.) 800 Fed. 706 [14 T. M. Rep. 159]. If, however, it 
is not a good common-law trade-mark, but only a brand or trade- 
name, defendants’ counsel does not deny that protection will not 
be accorded under the law of unfair trade and competition. The 
difference in the law consists in this: if a good trade-mark is in- 
fringed, no proof is required to show wrongful intent nor facts 
from which an inference of such wrongful intent may be made, 
whereas, if not a good trade-mark and relief is given under the 
law of unfair competition, the evidence must prove such wrongful 
intent in fact or justify such an inference from the inevitable 
consequences of the acts complained of. See Thaddeus Davids Co. 
v. Davids, 283 U. S. 461, 471 [4 T. M. Rep. 175]. The contention 
is that under the circumstances of this case an inference of wrong- 
ful intent is not justified. Aside from this difference, counsel 
differ only as to the extent to which, if relief is granted, an in- 
junction should go. 

The law cannot well be disputed. The only question is the 
application to be made of the law in the specific situation. These 
rules of law, together with specific applications thereof to some- 
what analogous facts, will be found in the following cases: Knabe 
Bros. Co. v. American Piano Co. (6 C. C. A.) 229 Fed. 28, 282 
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Fed. 140; 242 Fed. 490 [6 T. M. Rep. 180]; Goodwin v. Camp 
(6 C. C. A.) 295 Fed. 785 [14 T. M. Rep. 406]; L. E. Waterman 
Co. v. Modern Pen Co. (2 C. C. A.) 197 Fed. 584 [2 T. M. Rep. 
349]; Waterman Co. v. Modern Pen Co, 235 U. S. 88 [5 T. M. 
Rep. 1]; Stiz, Baer & Fuller Dry Goods Co. v. American Piano Co. 
(8 C. C. A.) 211 Fed. 271 [4 T. M. Rep. 246]; Coty, Inc. v. Par- 
fums de Grand Luze (2 C. C. A.) 298 Fed. 865 [14 T. M. Rep. 
185]; Charles Broadway Rouss, Inc. v. Winchester Co., supra; 
Stark v. Stark, ete. Orchards Co. (8 C. C. A.) 257 Fed. 9 [9 T. M. 
Rep. 182]. 

The legal rights of the respective parties will appear from a 
brief review of the facts. Prior to 1914 The J. D. Smith Foundry 
Supply Company made and sold at Cleveland, Ohio, core and mold 
ovens, brass and aluminum furnaces, and other kindred foundry 
equipment. Frederick A. Coleman was employed by this company 
as early as 1905. He designed and developed its oven, furnace, and 
foundry equipment business. Many oven and furnace installations 
were made by that company during the term of his employment in 
accordance with his designs and under his supervision. So far as 
appears, no trade-name or trade-mark was adopted and applied 
thereto, except perhaps “Smith” and “Cleveland.” 

In 1914, The J. D. Smith Foundry Supply Company was ad- 
judged a bankrupt upon its voluntary petition. Its assets were sold 
by atrustee. The record proceedings do not show that its business 
was sold as a going concern or that any good-will, trade-names, 
or trade-marks were included in the sale. Frederick A. Coleman 
bought a part of its factory equipment, getting therewith its ad- 
vertising circulars, catalogues, stationery, and other printed matter. 
The drawings or tracings for equipment previously designed, con- 
structed, and installed, were not included in the sale to him, but, as 
he testifies, were acquired by separate purchase from a waste paper 
dealer who had brought all the remaining matter as waste paper. 
After this purchase, Coleman organized, in 1914, a corporation by 
the name of The Coleman Foundry Equipment Company, which 
engaged in and continued designing, constructing and installing 
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ovens, furnaces, and foundry equipment such as had previously been 
carried on by The J. D. Smith Foundry Supply Company. The 
earliest advertisements of The Coleman Foundry Equipment Com- 
pany described its product as core ovens, mold ovens, brass and 
aluminum furnaces, and other foundry equipment. It announced 
to the trade that it owned the patents, patterns, and was prepared 
to fill orders for this product formerly made by The J. D. Smith 
Foundry Supply Company. Such previous good-will as the Sup- 
ply Company had possessed would seem to have been reduced to 
the possession of the new company. 

The new company adopted and applied to its ovens, furnaces, 
and foundry equipment the word “Coleman” as a trade-name or 
trade-mark. This name was advertised in trade journals and cata- 
logues. A manufacturer’s plate with this trade-name was applied 
to its ovens and furnaces when sold or installed, and in various 
other ways. Frederick A. Coleman continued as its president, 
active manager, and practical owner from the date of its organiza- 
tion until in the year 1916 when this company was adjudged a 
bankrupt upon an involuntary petition. By this time its core and 
mold ovens, furnaces, and other foundry equipment had become 


known to the trade as Coleman ovens, furnaces, and foundry equip- 
ment. 


In 1916, after The Coleman Foundry Equipment Company 
was adjudged a bankrupt, its assets were sold as that of a going 
concern, including therewith its good-will, trade-names and trade- 
marks. No question is made but that whatever right and title The 
Coleman Foundry Equipment Company had to the trade-name or 
trade-mark “Coleman,” passed to the purchaser, which is the 
present plaintiff. F. A. Coleman was at once employed by the 
present plaintiff as a salesman on a modest salary, with a com- 
mission on sales, having charge of its core and mold oven and brass 
and aluminum furnace and foundry equipment business. He also 
was a director and vice-president, but had no substantial interest 
as a stockholder. This relation continued until in the year 1921, 
when it was brought to an end. During this period plaintiff car- 
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ried on its oven, furnace, and foundry equipment business under 
the same trade name of “Coleman” as had been done by the pre- 
ceding company. It so advertised its product by catalogue, in 
trade journals, and by affixing thereto plates and otherwise, as in 
the manner of its predecessor. On December 19, 1922, the name 
“Coleman” as applied to mold and core ovens, brass and aluminum 
furnaces, oil and gas burners, was registered by plaintiff as a 
trade-mark. 

From the foregoing review of the facts, it appears that plain- 
tiff is the legal successor to the business done by The Coleman 
Foundry Equipment Company and the practical successor to the 
business done by The J. D. Smith Foundry Supply Company, and 
also that the word “Coleman,” if not good as a trade-mark, has be- 
come the trade-name identifying this product as that of plaintiff. 
Whatever right Frederick A. Coleman has to use his name, either 
individually or as the title of a corporation, must be exercised with 
a due regard to plaintiff's rights and with sufficient caution to avoid 
confusing the trade. 

In 1922, Frederick A. Coleman organized the defendant cor- 
poration, The F. A. Coleman Company. It began manufacturing 
core and mold ovens, brass and aluminum furnaces, and foundry 
equipment. In carrying on this new business he uses the name 
“F. A. Coleman” as applied to this product, in substantially the 
same way as the word “Coleman” is used and applied by plaintiff 
and its predecessor. In addition thereto, he has so advertised his 
skill and experience in oven and furnace designing, construction 
and installation while he was connected with said two companies, as 
to create the impression that what was done by said companies was 
done by him and that he is the successor to the good-will of the 
business thus carried on. These conclusions are the inevitable de- 
duction from defendants’ conduct as evidenced by its catalogue, 
Plaintiff's Exhibit 6, pp. 3, 4, 44, defendants’ advertisements in 
The Foundry dated July 15, August 1, and September 1 and 15, 
1922, its announcement in The Iron Trade Review June 1, 1922, 
and its advertisements in the The Foundry November 1, and De- 
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cember 1, 1924, and January 1, 1925. This publication in The 
Foundry of October 1, 1924, Plaintiff's Exhibit 82, is not adequate 
to correct these erroneous inferences, or a sufficient performance 
of defendants’ duty to differentiate its product, particularly as it 
still insists on the right to use and apply the name “F. A. Cole- 
man” to its ovens, furnaces, and foundry equipment in the same 
manner as plaintiff and its predecessor have applied the word 
“Coleman” thereto. It is necessary to consider the terms of the 
decree and injunction to which plaintiff is entitled. Objection is 
not made to defendants’ corporate name, nor to the use by it of a 
plate containing the inscription “F. A. C. Equipment for Found- 
ries,” as originally adopted and inserted in its catalogue, Plaintiff's 
Exhibit 6. In view of the peculiar methods of designing, selling, 
and installing ovens and furnaces, no prejudicial confusion is likely 
to result therefrom. In addition, it should be said that Coleman 
ought not to be deprived of the use of his name, individually or as 
the name of a corporation under which to do business, particularly 
since the source of the plaintiff's purchase title is an involuntary 
proceeding in bankruptcy. See in re Myers (7 C. C. A.) 208 Fed. 
407; Theobald-Jansen Elec. Co. v. Harry I. Wood Elec. Co. (6 
C. C. A.) 285 Fed. 29. 

Defendants should be enjoined from using as a trade-name or 
trade-mark, whether in printed advertisement or otherwise, the 
name “F. A. Coleman’ ovens, furnaces, or foundry equipment, or 
any other simulation of the word “Coleman” for that purpose, cal- 
culated to mislead or deceive the purchasing public. The reading 
matter of the several publications above referred to convey the im- 
pression that the Coleman ovens, furnaces, and foundry equipment 
sold by The J. D. Smith Foundry Supply Company and The Cole- 
man Foundry Equipment Company were sold and installed by the 
defendant, Frederick A. Coleman, and likewise the impression that 
the present defendants are the successors to the business thus 
carried on when these ovens and furnaces were designed, con- 
structed, and installed. Defendants should be enjoined from 
making any such representation, either orally or in writing or by 


Be hee 
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advertisement. Defendants publish lists of customers to whom 
have been sold and in whose factories have been installed furnaces 
and ovens, and, in some instances, cuts or illustrations showing the 
same. The publication of such lists of users, with cuts and illustra- 
tions, accompanied by representations that they are ovens and fur- 
naces designed, constructed, and installed by Frederick A. Cole- 
man or under his supervision, without added explanation, carries 
also the impression that defendants have succeeded to the business 
and good-will of plaintiff's predecessors to the business of which 
plaintiff and not defendants, is the successor. In the form adopted, 
defendants will be enjoined from so doing. 

Whether defendants should be permitted to use the word 
“Coleman” or “F. A. Coleman” as a part of its name plate, with 
explanatory notice such as was used in the Knabe and other cases 
above cited, has received due consideration. If it were permitted 
so to do, it would then be necessary to compel the use of a notice 
such as was required to be affixed in the Knabe case. What shall 
be done in this respect is a matter of sound equitable discretion, 
and no good reason is perceived why defendants should be per- 
mitted so to use it, even with an explanatory notice. The addition 
of such notice would, in practice, prove to be an unreasonable 
burden and could hardly be so phrased as not to be an advertise- 
ment at the same time of plaintiff's product and a disparagement 
of defendants’. It seems to me permission to defendant to use the 
word “Coleman” in its corporate name under which it does business 
and the designation of its original catalogue “F. A. C. Equipment 
for Founderies” on its plates, will be a sufficient protection of de- 
fendants’ rights. 

Moreover, Frederick A. Coleman is entitled to capitalize his 


skill and experience as a designing and constructing engineer—such 
skill and experience as were acquired while connected with any of 
the three companies above named is his property. He did not part 
with it as a result of the sale of the assets of the first two com- 
panies. Such advantage as will accrue to him from communicating 
to the public his connection with the three companies, and a truth- 
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ful statement of the part played by him in designing, developing, 
and installing ovens, furnaces, and foundry equipment, he is entitled 
to use freely, provided he does nothing to create a mistaken im- 
pression that he has succeeded to the business of any of these com- 
panies, or does what is reasonably necessary to prevent the public 
from buying defendants’ product under a mistaken belief that it is 
getting plaintiff's product. 

This business is distinguishable from the manufacture and sale 
of articles like pianos. Each oven or furnace installation probably 
requires expert engineering advice and designing. Less confusion 
in trade is likely to result between the business of plaintiff and 
defendants’ than in the manufacture and sale of pianos. Hence 
less burdensome restrictions need be imposed in order to prevent 
confusion. Consequently, defendants will not be prohibited from 
truthfully advertising and representing Frederick A. Coleman’s 
connection with said three companies or the part played by him in 
developing, designing and installing ovens, furnaces, and foundry 
equipment during his connection with them, provided, as a part 
thereof, the public is adequately advised that he was then only 
an employee of those companies, and that plaintiff and not de- 
fendants, has succeeded to their business. Use may be made by 
him of cuts and illustrations, of installations made by The J. D. 
Smith Foundry Supply Company while he was connected with it, 
and lists of customers in whose plants the same were installed by 
any of the companies while he was connected therewith, provided 


reasonable and adequate notice is given to prevent any misconcep- 


tion that he has succeeded to and is carrying on the business done 
by said companies, instead of the plaintiff. 

This memorandum covers, I think, adequately the differences 
between counsel. With this information they will be able to settle 
the terms of the decree and of the injunction. No decree for an 
accounting will be made. Plaintiff will recover costs. 
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Tue Corp Tire Corporation v. Tue THomas Russer Company 


United States District Court, Northern District of Ohio, 
Eastern Division 


June 25, 1925 


Trave-Mark—Recisterep Trape-Marx Consistinc or Two Rinos Usep as 

Frame on Smwoze Watts or Tire Herp Invaui. 

A trade-mark consisting of two rings of one or more beads, or 
the like, each concentric with the inner and outer periphery of the 
side walls of an automobile tire and serving to frame the usual letter- 
ing on the side wall, held invalid, since a similar mark for side walls 

ig of tires had been patented before plaintiffs first use of such mark. 

i Moreover, the trade-mark is merely an additional feature of decora- 
tion and ornamentation, and so far dominated by other distinctive 
features as to cease to be a distinguishing mark indicating origin. 

Unram Competition—AvrTomosite Trres—DistincuisHine Freatures—As- 

SENCE OF CoNFUSION. 

Where defendant sold its tires under the names “Cordova” and 
“Corinthian,” displayed with its corporate name in conspicuous letter- 
ing, and bearing a distinctive tread design, different from that of 
plaintiff, held that there was no unfair competition, inasmuch as tires 
are always shipped and sold wrapped in paper and there was no con- 

vincing evidence of confusion having occurred. 





















































In equity. Action for trade-mark infringement and unfair 
competition. Bill dismissed. 





Bates, Macklin, Goldrich §& Teare (J. W. Macklin and A. M. 
Reed, of counsel) all of Cleveland, Ohio, for plaintiff. 
Fay, Oberlin § Fay, of Cleveland, Ohio, for defendant. 






Westennaver, D. J.: Plaintiff’s bill is based on and charges 
infringement of trade-mark 170,660, registered July 17, 1928, on 
application filed August 2, 1922. It also charges unfair competi- 
tion by imitation of the characteristic appearance of plaintiff's 
automobile tire to which the trade-mark is applied and by selling 
the same in competition at a lower price. 








This trade-mark consists of two rings of one or more beads, 





or the like, each concentric with the inner and outer periphery of 
the side walls of the tire and serving to frame the usual lettering 
on the side wall. No claim is made to the particular lettering 






between the concentric rings nor to any other feature of charac- 
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teristic appearance. The certificate of registration asserts that 
this trade-mark has been continuously used since about June 1, 
1921, but plaintiff’s answer to defendant’s interrogatory No. 4 dis- 
closes that this statement is in error and that in fact it was first 
applied on or about June 12, 1922. In the tires first made and 
sold, each concentric ring was composed of one bead. Later, 
under date of June 28, 1928, a cross-license agreement was made 
with the B. F. Goodrich Company whereby the latter was licensed 
to apply concentric rings on the side walls of tires being made by 
it under U. S. Letters Patent 1,458,629, issued June 12, 1923, to 
H. K. Raymond. This patent discloses a cord tire with two con- 
centric rings of one bead each, spaced apart on the side wall and 
serving to frame the usual lettering. For these elements is 
claimed the function and advantage of protecting the side walls of 
the tire from injury upon contact with curbs, walls, or ruts. 
Plaintiff's president testified that, notwithstanding the general 
terms of the license, the parties had added thereto a gentlemen’s 
agreement to the effect that the Goodrich Company were to use 
two concentric rings of one bead each upon its product, and that 
plaintiff was thereafter to apply and use two or more beads in 
each ring, and that since January, 1924, such has been plaintiff's 
practice. Its tires introduced as exhibits disclose an outer con- 
centric ring with three beads, of which one is substantially larger 
than the other two, and an inner ring composed of two beads of 
substantially the same size. 

Defendant began the manufacture of its alleged infringing 
tire in September, 1928. Its tire was given the trade-name of 
“Cordova” and later “Corinthian.” In its present form, it dis- 
closes two concentric rings composed of two small beads of sub- 
stantially the same size. Framed within these rings is its trade- 
name “Corinthian” and its corporate name, “The Thomas Rubber 
Co.” in large and conspicuous letters. On plaintiff’s tire has ap- 
peared at all times its trade-name, “Superior Cord Tire” and its 
corporate name, “The Cord Tire Corporation,” in large and con- 
spicuous letters. Both tires have distinctive and different tread 
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designs. Both have, in addition to the concentric rings, additional 
decoration and ornamentation, more conspicuous to the eye than 
plaintiff's alleged trade-mark. 

Upon due consideration of the exhibited prior art and of the 
legal principles involved, my conclusion is that plaintiff’s alleged 
trade-mark cannot be sustained as valid. At the best, the con- 
centric rings are details of ornamentation and decoration. At the 
worst, they are only structural details. The Raymond patent 
passed to issue before plaintiff's trade-mark was used in trade or 
application made for registration. It discloses two concentric 
rings, consisting of one bead each on the side walls of the tire, 
serving to frame the usual lettering. An examination of the 
numerous design and mechanical patents solicited by J. D. Com- 
stock, plaintiff's president, impresses one with the conviction that 
the trade-mark is merely an additional feature of decoration and 
ornamentation and that it is so far dominated by other distinctive 
features of decoration and ornamentation that it ceased to be a 
distinguishing mark indicating origin. As was said in In re Bar- 


rett Co., 48 App. D. C. 586 [9 T. M. Rep. 227]: 


“It is no longer capable of appealing to the beholder as a mark of 
origin, but would inevitably create the impression that it was something 
else.” 


As a trade-mark, it does not seem distinguishable from the Good- 
year diamond-shaped tread which was denied registration as a 
trade-mark by the appellate court of the District of Columbia, 
opinion by Van Orsdel, concurred in by Martin and Robb, filed 
April 6, 1925. As will appear from Sefton-Jones, British, 107,666, 
Van Zant Design, 27,781, and the series of Raymond patents, par- 
ticularly 1,458,629, concentric beads or grooves on the side wall 
of pneumatic tires were not only old but supposed to have a func- 
tion. It is not permissible to appropriate a structural detail hav- 
ing a function, under the guise of calling it a trade-mark. See 
North British Rubber Co. v. Racine Rubber Tire Co. (2 C. C. A.) 
271 Fed. 986; in re Barrett Co., supra. 

Nor is a case of unfair competition made out. Tires are al- 
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ways shipped and sold wrapped in paper. Spare tires carried on 
an automobile are usually enclosed in some kind of casing. If it 
be admitted that defendant has copied to some extent some char- 
acteristic features of plaintiff’s tires, it does not follow that 
palming-off or confusion of goods does or is reasonably likely to 
result therefrom. In the first place, no showing is made that the 
characteristic appearance of plaintiff’s tire has acquired a sec- 
ondary meaning among buyers and users of tires so as to indicate 
origin. In the second place, both plaintiff and defendant have 
always marked their product otherwise in such a conspicuous and 
legible manner that substitution is not practicable or reasonably 
to be apprehended. The witnesses called by plaintiff to show an 
intending purchaser was under the impression that a tire of de- 
fendant’s, owned by him, was plaintiff’s product, do not carry 
conviction. That testimony has the aspect of being prepared for 
the occasion. In this aspect the case is ruled by Rathbone-Sard 
§ Co. v. Champion Steel Range Co. (6 C. C. A.) 189 Fed. 26 [1 
T. M. Rep. 259]; Charles Broadway Rouss, Inc. v. Winchester 
Arms Co. (2 C. C. A.) 800 Fed. 706, 728 [14 T. M. Rep. 159]. 

It results from these considerations that plaintiff’s bill should 
be dismissed at its costs. It will be so ordered. 
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Siwney R. Feit, Doine Business As Tue Ivo-San LasoraTory v. 
AMERICAN SERUM CoMPANY 


United States District Court, Northern District of Iowa 
July 7, 1925 


Trape-Marks—“Wormix” ror Aa VeERMIFUGE Hextp Descriptive anv Its 

RecistraTion INvatip—Nor Inrrincep sy “WormX.” 

Plaintiff, who had adopted and registered in the Patent Office the 
word “Wormix” as a trade-mark for a vermifuge and stock condi- 
tioner, could not, on the strength of such registration, prevent the use 
by defendant of the name “Worm-X” on like goods, inasmuch as the 


former word was merely descriptive and therefor not a valid trade- 
mark, 


In equity. Suit for alleged infringement of trade-mark. Bill 
dismissed. 


Thurston, Kwis § Hudson, of Cleveland, Ohio, for plaintiff. 
Jepson, Struble, Anderson & Gifford, of Sioux City, Iowa, for 
defendant. 


Scott, D. J.: An action by Sidney R. Feil, doing business as 


The Ivo-San Laboratory at Cleveland, Ohio, against the American 
Serum Company, a corporation of Sioux City, Iowa, to enjoin the in- 
fringement of an alleged registered trade-mark, and for damages for 
infringement. The plaintiff in substance alleges his adoption of a 
certain tarde-mark name “Wormix,” which he alleges he has con- 
tinuously used since the month of March, 1921, in connection with 
certain manufactured remedies for the treatment of hogs, sheep, 
horses and cattle for worms, his preparation being in the form of 
medicated salt bricks. And that on or about the 25th day of April, 
1922, he made application for registration of said trade-mark in 
the United States Patent Office, as a vermifuge and stock condi- 
tioner in Class 6, chemicals, medicines, and pharmaceutical prep- 
arations; and in requirements of the Statutes of the United States, 
obtained registration of said mark, his certificate of registration be- 
ing issued November 7, 1922, and numbered 161,134, and that de- 
fendant since his adoption of said trade-mark and now is selling and 
offering for sale a certain worm remedy for hogs, and using as a 
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designation of such remedy “Worm-X,” which is applied to the 
containers in which the remedy is sold, by means of a label. The 
case was tried and submitted. The evidence shows that the defend- 
ant has and is engaged in the business of selling a worm remedy 
for hogs, and designates the same by labels on its liquid containers 
as “Worm-X,” under which is printed “Liquid Worm Expeller.” 
The defendant, however, in answering the plaintiff's petition, among 
other defensive matter, pleads, “that the word or name ‘Wormix’ is 
not such a word or name as can be adopted by the plaintiff to the 
exclusion of the public generally, and alleges that the plaintiff has 
not acquired the exclusive right to the use of said name.” 

The plaintiff urges that under Act of Congress, approved 
February 20, 1905, defendant is precluded from the use of the 
mark or name used by it, and that such use is an infringement of 
plaintiff's mark. 

It is well settled that words merely descriptive of the merchan- 
dise, either of the quality of the article or its purpose, are not prop- 
erly the subject of registration under the Act of Congress referred 
to, and cannot be lawfully appropriated to the exclusion of others. 
(See the many cases cited in note to Sec. 9490 Compiled Statutes 
of the United States, and supplementary notes.) The word 
“Wormix” is manifestly a contracture of the words “worm” and 
“mixture.” It requires no extended discussion to convince that the 
word “worm” is a generally descriptive name and not the subject 
in itself of registration or exclusive appropriation. The word 
“mixture” is defined by Webster as “that which is mixed or 
mingled; a mass or compound, consisting of different ingredients 
blended together; a medley.” And again, “(Med.) A kind of liquid 
medicine made up of many ingredients.” And again, “(Chem.) 
A composition of several ingredients, in which they remain unaltered 
in their properties, though thoroughly commingled.” It would 
therefore appear certain that the word “mixture” used in the sense 
now contemplated, is a general descriptive word, and I think not 
the legal subject of appropriation or registration under the Act 
referred to. I have found no authority for the proposition that 
one may take two general descriptive words and by merely abbrevi- 
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ating one of them, appropriate the same to his exclusive use. 
Plaintiff's mark “Wormix” is so clearly indicative of a description 
of a worm mixture, or worm remedy as to leave no doubt in the 
mind. I am therefore of opinion that plaintiff's trade-mark or 
name was not entitled to registration, and that such registration 
affords no protection. It seems to me that plaintiff's name or 
mark is more descriptive than many others which have been held 
not entitled to registration. In Krank Mfg. Co. v. Pabst, decided 
by the Circuit Court of Appeals, Sixth Circuit, 277 Fed. 15 [12 T. 
M. Rep. 80], where “Lather Kreem” was held descriptive merely 
and not entitled to registration. In Eli Lilly Co. v. Wm. R. 
Warner & Co., decided by the Circuit Court of Appeals, Third 
Circuit, 275 Fed. 752 [12 T. M. Rep. 1], held that the name 
“Coco-Quinine” was not entitled to registration, being merely de- 
scriptive of the contents of the mixture. In re Swan & Finch Co., 
decided by the Court of Appeals for the District of Columbia, 259 
Fed. 991 [9 T. M. Rep. 398], held that the words “Slo Flo” were 
descriptive and not entitled to registration, as they indicated merely 
a quality of lubricating grease. In re Chas. R. Long, Jr., Co., 280 
Fed. 975 [12 T. M. Rep. 176], the same court held the word 
“Stabrite” as applied to a polish or coating for the front end and 
stacks of locomotives to preserve the metal, is a descriptive word, 
and not entitled to registration as a trade-mark. In re Alvah Bush- 
nell Co., decided by the Court of Appeals for the District of Colum- 
bia, 261 Fed. 1013 [10 T. M. Rep. 88], held that the mark “Safe T 
Seal” was descriptive and not entitled to registration. In my 
opinion the words “worm mixture” or contracture “wormix’”’ is 
equally descriptive merely of the properties of a remedy, and was 
not entitled to registration nor to be exclusively appropriated by the 
plaintiff. It follows, therefore, that plaintiff’s bill must be dis- 
missed, and it is so ordered. 
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SeatrLte Taxicas Co. v. De JarLalis ET AL. 
(236 Pac. Rep. 785) 


Supreme Court of Washington 
June 15, 1925 


Trape-Marks aND Unramr Competition—DeErenpaANts ApopTionN oF YEL- 
Low For Taxicass Hetp Catcutatep To Decetve Pustic. 

After plaintiff had adopted yellow color for its taxicabs, de- 
fendants’ adoption of same color scheme for their taxicabs of different 
make, and although having many differences of detail which could be 
clearly observed by inspection when machines were ranged side by 
side, held calculated to, and did, deceive persons seeking to engage 
plaintiff's cabs, entitling plaintiff to injunction. 

Trape-Marxs aND Unrair Competition—UseE or Cotor, THoven Usvatiy 
Oren To ANYONE, ENJornaBLE WueEN Likety To DEceErve. 
Though general rule is that primary colors as such may not be 

appropriated and monopolized, and can be used by anyone, defend- 
ants could not use yellow color scheme for their taxicabs previously 
adopted by their competitor so as to thereby deceive persons seeking 
to engage competitor’s cabs, and their use of such color was re- 
strained. 


Parker, J., dissenting. 


In equity. Action for unfair competition. Judgment for de- 
fendants, and plaintiff appeals. Reversed, with directions. 


Bogle, Merritt § Bogle, of Seattle, Wash., for appellant. 
George F. Vanderveer, of Seattle, Wash., for respondents. 


Torman, C. J.: Appellant, a Washington corporation en- 
gaged in the taxicab business in the city of Seattle, brought this 


action against the respondents as defendants, seeking an injunc- 


tion against, and damages for, unfair competition. A demurrer 
having been interposed to its complaint, by leave of court the 
plaintiff struck therefrom all allegations as to damages, and also 
the prayer for an accounting and a money judgment. The de- 
murrer was then overruled; the defendants answered, and the 
case proceeded to trial on the merits to the court, resulting in a 
judgment denying injunctive relief and dismissing the action, from 
which the plaintiff prosecutes this appeal. 

Following in the main the allegations of the complaint, the evi- 
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dence offered on behalf of the appellant tends to show that it has 
been engaged in the taxicab business in the city of Seattle since 
the spring of 1919, during all of which time it has used high-grade 
vehicles, employed competent and courteous drivers, and charged 
low and uniform rates. By reason of these facts and the general 
excellence of its service, it has acquired a widespread reputation 
for reliability and satisfactory service at fair rates. From the 
beginning of its enterprise appellant, in order to identify and 
distinguish its cabs from those of others engaged in the same busi- 
ness, has adopted and used an original and distinctive design or 
dress for its cabs, consisting chiefly in the body of the cab being 
painted yellow, the top, hood, fenders, wheels, lights, frame, 
radiator, and chassis black, the moulding strips to the doors both 
front and rear and two narrow strips running vertically around 
the rear panel of the body being painted black, and all of its 
cabs having a uniform inside finish. The striking and predomi- 
nating feature of the design of appellant’s cabs was and is the 
yellow color. This design has been used continuously since the 
spring of 1919, and appellant has added to the number of its cabs, 
until it now has in operation a large fleet so finished. Appellant 
has also been using the names “Yellow Cab” and “Yellow Cab 
Company” to identify its cabs and its business, and has expended 
large sums of money in advertising its business in Seattle, in other 
Pacific Coast cities, and throughout the east where tourist traffic 
originates, featuring the yellow cab idea in all such advertising. 


It is not disputed that appellant now has a large amount of money 


invested in its equipment, and employs about 100 persons regu- 
larly. About April or May, 1928, the respondents, who had pre- 
viously been operating Dodge taxicabs in the city of Seattle, re- 
painted and refinished their three cabs with yellow bodies, black 
fenders, hoods, and chassis; two of them at least having brown 
tops, and none of them being decorated by the narrow black 
moulding strips as in the case of appellant’s cabs. It is alleged, 
and the evidence tends to show that, the colors, design, and finish 
of the respondents’ cabs were so similar to that of appellant’s cabs 
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as to be calculated to, and that they actually did, deceive ordinary 
users, patrons of the appellant, and the public generally, and that 
respondents charged higher rates, thus causing persons deceived 
to blame appellant unjustly for making unfair changes. 

It is appellant’s contention, to which its evidence lends sup- 
port, that these acts of the respondents were with full knowledge 
of the design and finish of appellant’s cabs, and were undertaken 
with the deliberate and fraudulent intention to so imitate appel- 
lant’s cabs as to avail themselves of its reputation, business, and 
good-will, with the intentional effect and result that respondents’ 
cabs would actually be mistaken for, and used by, appellant’s 
patrons and the public generally as the appellant’s cabs. Re- 
spondents by answer admitted that appellant’s taxicabs were fin- 
ished substantially as described in its complaint; admitted that 
respondents owned and operated for hire cars, the bodies of which 
were formerly painted other colors, but are now painted a shade 
of yellow, slightly differing from the shade of yellow used by ap- 
pellant; but denied that their cabs were similar in dress to the 
cabs of appellant, and denied practically all of the other allega- 
tions of the complaint, and by their testimony point out many 
things which they claim to be distinguishing features; deny the 
use of the name “Yellow Cab” or “Yellow Cab Company” or any 
representation that their cabs or either of them was such a yellow 
cab, and variously account for the change of color in their cabs, 
one saying that by experience he had found yellow to be a very 
durable color, another testifying that he was fond of yellow be- 
cause a yellow dog once saved his life; but all admitting, at least 
tacitly, that a striking color which could be distinguished at a con- 
siderable distance was an advantage in their business as differen- 
tiating for-hire cars from private cars, and while in terms denying 
it, more or less directly, it was apparent from the testimony of 
each respondent taken as a whole that the change of color was 
adopted for the purpose of increasing revenue from his car; but 
whether such increased revenue was to be derived through a de- 
liberate and fraudulent intention to imitate appellant’s cabs, and 
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thus avail themselves of the reputation and good-will of the ap- 
pellant, is a matter for deduction. Other facts will appear more 
fully as we proceed. 

The first point to be disposed of is the question of misjoinder 
of parties defendant, and of causes of action. Respondents cite 
and rely upon section 296, Rem. Comp. Stat., which provides: 


“The plaintiff may unite several causes of action in the same com- 
plaint, when they all arise out of— * * * 

“But the causes of action so united must affect all the parties to 
the action, * * * and must be separately stated.” 


It is contended that the appellant nowhere charges any con- 
cert of action between the several defendants (respondents here) 
and that the evidence clearly shows that each one acted independ- 
ently of the others. This objection was, no doubt, good as to the 
complaint as originally drawn, but the striking out of the allegation 
of damages and the prayer for relief with reference thereto brings 
the case, we think, within the general rule stated in 30 Cyc. 129, 
as follows: 


“However wide this liberty of joinder, it does not annul the general 
principle that when a plaintiff asserts claims against two or more per- 
sons in respect of their several liabilities for separate wrongs, he cannot 
sue these persons as codefendants. The distinction is marked in the 
difference between an action for injunction and an action for pecuniary 
damages when both actions turn upon an injury arising out of the acts 
of different defendants between whom there has been no common design 
or concert of action, but whose independent acts have in fact united, as 
their common result, in an invasion of plaintiff’s rights. When plaintiff 
seeks an injunction against the continuance of this common result, he 
may join all the defendants in one action. But when he sues to recover 
his damages because of his injury from these separate, independent 
wrongdoers, he cannot join them as defendants in one action.” 


This rule seems to be supported by great weight of authority, 
and we are satisfied to adopt it. 

We now come to the more serious and more hotly contested 
issue as to the right to injunctive relief. 

The principle which appellant here invokes is not a new one 


to this court. As was said in Pacific Coast Condensed Milk Co. v. 
Frye & Co., 85 Wash. 138, 147 P. 865: 
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“Irrespective of technical trade-marks, courts have long recognized 
the right of the first user of a distinctive dress of goods to protection 
against use by another of a similar dress or name in unfair competition. 
The basic principle of the doctrine of unfair competition, though variously 
expressed, is exceedingly simple. It is just this—no dealer or manufacturer 
has the right by any name, mark, sign, label, dress, or other artifice to 
represent to the public that the goods sold by him are those manufactured 
or produced by another, thus passing off his goods for those of such other 
to the latter’s injury [citing cases]. 

“Innumerable cases stating this principle in some form might be 
cited. The whole doctrine rests on the prevention of fraud by the confu- 
sion of things through use of a label or dress which by another’s use 
has come to connote a particular thing. Perlberg v. Smith, 70 N. J. Eq. 
638, 62 A. 442. The difficulty in such cases lies, not in determining the 
governing principle—that is invariable and runs through all of the cases— 
but in applying that principle to the facts of a given case. For this pur- 
pose an examination of a multitude of decisions leads us to the conclusion 
that no rule, other than a very broad one, can be stated. A resemblance 
which would deceive an expert or very cautious purchaser may still give 
a right of action, but a resemblance which would deceive only an indiffer- 
ent or careless purchaser gives no right of action. The true rule lies be- 
tween these extremes, condemning what would be reasonably calcula*ed to 
deceive the common or usual purchaser of the given article when exer- 
cising ordinary care.” 


Our last expression upon this subject in Vittucci Co. v. Mer- 


line, 180 Wash. 483, 228 P. 292 [14 T. M. Rep. 484], does not in 
any wise limit this rule. 

It must at all times be borne in mind that in the Frye Case 
there was no proof of specific instances of deception. The court 
further says: 


“So here there is no evidence that a single person has been deceived, 
and it seems clear that, if the appellant’s goods are ever to gain a title 
in the market, it must be as ‘Wild Rose’ milk, and it will not and cannot 
be as ‘Carnation’ milk. While there is in the case before us a manifest 
similarity in color scheme and grouping which could not be the result 
of mere coincidence, but evidences a design to imitate and appropriate 
respondent’s taste in dress, which is not to be commended and may be 
justly characterized as ethically questionable, the differences are so many 
and so prominent as to negative a design to so imitate as to deceive by 
confusing identity or origin. The appellant’s label could not deceive an 
intending purchaser of ordinary intelligence using reasonable caution, 
which is, after all, both on reason and authority, the only practical test.” 


Here there is proof that many were actually deceived. Re- 
spondents in their brief say: 


“Our answer to this is that these cabs have operated side by side in 
Seattle for about eight months. During all that time the officers and 
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agents of the appellant were industriously searching for evidence of such 
mistakes. Judged by their numbers alone, the witnesses they found were 
a poor reward for such industry. But when their testimony is analyzed 
it appears that either they had never seen one of the appellant’s cabs, and 
consequently can scarcely be said to have been mistaken or deceived, or 
they knew when they entered that they were not patronizing a Yellow Cab, 
or they were exceedingly careless or utterly indifferent.” 


How industrious appellant’s agents were in seeking evidence 
we do not know, but when it is remembered that users of taxicabs 
are largely tourists, and nonresidents, that no one likes to make 
complaint, and few will do so if the result is likely to involve them 
in matters which may interrupt their movements or delay the 
execution of their own plans, the result of appellant’s so-called 
search is rather more than might have been expected. That some 
had never seen appellant’s cabs is beside the question. They 
knew of them through its advertising, and knew the appellant 
company operated yellow cabs. That some were suspicious when 
they entered, and convinced before they left the cab of one of 
the respondents that it was not appellant’s cab, is likewise beside 
the question. The deception caused them to hail the cab or its 
driver, and but for the deception the cab would not have been 
entered. There was some carelessness on the part of the pas- 
sengers in some instances. 

“The true rule lies between these extremes, condemning what would 


be reasonably calculated to deceive the common or usual purchaser of 
the given article when exercising ordinary care.” Pacific Coast Condensed 


Milk Co. v. Frye & Co., supra. 

That rule must be applied in the light of what the common 
and usual seeker of taxicab service would ordinarily do. It must 
be borne in mind that the usual customer for taxi service is fre- 
quently a stranger in the place; that the majority of the taxicab 
business is done at night when details and appearances of the cab 
are not readily discernible; that a large part of the service is to 
and from depots and docks, or hotels; that usually the passenger- 
to-be is in a hurry and intent mainly on reaching his destination 
promptly, perhaps with scant time to catch an outgoing train, and, 
still more important, the incapacity of the ordinary person to ob- 
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serve or consider details or make comparisons, unless his attention 





































thereto be definitely invited, must also be remembered. 

Notwithstanding the differences in detail (which had been 
pointed out to him by many witnesses during the preceding days 
of the trial), so clearly observed by the trial court when he made 
a personal inspection of the cabs of the respective parties ranged 
side by side, in the clear light of day, conceding that the machines 
were of different manufacture, and could have been quickly dis- 
tinguished by one versed in such matters, and not forgetting any 
of the details which did not correspond, pointed out by the several 
witnesses, yet still we are firmly convinced that, as taxicab service 
is ordinarily sought by the ordinary purchaser of that service, 
respondents’ cabs were calculated to, and did, deceive those seek- 
ing to engage appellant’s cabs. Was the deception so caused such 
that equity will grant relief? 





“One often sees the rule stated that the use of color or form or shape 
or any of the characteristics which may be used by all in the making of 
an article does not, of itself, amount to unfair competition. This is true 
in a sense, and untrue in another sense. The effect of imitating a single 
feature of an article varies with every case. No definite rule can be laid 
down. It depends on the conspicuousness of the feature copied.” Nims 
on Unfair Competition (2d Ed.) § 119, p. 238. 





Cases where the simulation was by color only, or mainly, 
and in which relief by injunction was granted, are numerous. 
Yellow Cab Co. of Rhode Island v. Anastasi (R. I.) 124 A. 735; 
Black & White Co. v. Weir, 26 Pa. Dist. Rep. 650; Yellow Cab 
Co. v. Korpeck, 120 Misc. Rep. 499, 198 N. Y. S. 864 [13 T. M. 
Rep. 204]; American Yellow Taxi Operators v. Quinn, 118 Misc. 
Rep. 499, 194 N. Y. S. 623 [12 T. M. Rep. 164]; Tazi § Yellow 
Taxi Operating Co. v. Martin, 91 N. J. Eq. 288, 108 A. 768 [10 
T. M. Rep. 281]; Yellow Cab Co. v. Creaseman, 185 N. C. 551, 
117 S. E. 787, 28 A. L. R. 109 [18 T. M. Rep. 827]; Yellow Cab 
Co. v. Becker, 145 Minn. 152, 176 N. W. 845 [10 T. M. Rep. 
187]; Du Cros v. Gold (Eng.) 29 Times Law Rep. 168; London | 
Gen. Omnibus Co. v. Felton (Eng.) 12 Times Law Rep. 213. 

The Frye Case, supra, recognized the general rule that pri- | 
mary colors as such may not be appropriated and monopolized, 
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a rule we shall not here infringe upon, but point out that there 
are exceptions to the rule. The cases last above cited all, or prac- 
tically all, recognize that rule, and do not enjoin against the use 
of a previously adopted color except only in so far as it is used to 
deceive. So here respondents might have freely used yellow and 
black as fancy dictated, so long as they did not so use them as 
to deceive those members of the public seeking to employ appel- 
lants’, and cause their cabs to be engaged in place of those oper- 
ated by appellant. 

While generally injunction is a harsh remedy, as suggested 
by the trial court in his memo decision, yet we can see nothing 
harsh in a proper order here. Respondents will not be enjoined 
from pursuing their business in any proper way, but as we view 
the case, they should be enjoined from in any manner representing 
that they operate a yellow cab for the Yellow Cab Company, or 
at all, and from using any cab or automobile so painted as to imi- 
tate appellant’s cabs in their present form, in a manner likely to 
deceive appellant’s patrons. Such an injunction takes nothing 
from respondents to which they have any right. It simply pro- 
tects the public and protects the appellant in the business which 
it has established, but subject to the fair and open competition of 
the respondents, and all others engaged in a like business. It 
would seem that at small expense the respondents’ cabs can be 
speedily made so dissimilar to those of appellant that deception 
will be improbable, and impossible except in cases of gross negli- 
gence, against which the law affords no relief. 

The judgment is reversed, with directions to grant a perma- 
nent injunction in harmony with the views here expressed. 


Fuutterton, Main, Mircuett, Hotcoms, Askren, Mackin- 
TosH, and Bringgs, JJ., concur. 


Parker, J. (dissenting). I am unable to concur in the fore- 
going opinion. I think it erroneously gives to appellant an un- 
lawful monopoly of the use of a common primary color, yellow, 


in the painting of its taxicabs. It evidently is only the use of this 
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common primary color as the dominant color of respondents’ taxi- 
cabs that renders them similar to appellant’s taxicabs. In other 
respects, they seem to me to be different in a degree fully equal 
to that which generally differentiates automobiles of different 
makes and different color schemes. I do not think appellant’s 
rights are invaded to any greater extent than they would have been 
had the dominant color of its taxicabs been black and the domi- 
nant color of respondents’ taxicabs been black. The use of yellow 
as a dominant color for a taxicab, or anything else, is as much the 
common property of everybody as is black or any other common 
color. I think respondents’ motives in the use of this, what I 
conceive to be a common right, is a question with which we have 
no concern. I think the judgment ought to be affirmed. 


Marcev v. MANDICH ET AL. 
(108 So. Rep. 389) 


Supreme Court of Louisiana 


March 2, 1925 


Trape-Marxs anv Trape-Names—Score or Prorecrion. 

Trade-names will be protected against unfair use, simulation, or 
imitation. 

Trape-Marxs anp Trape-Names—Unram CompetiTrion—Rervusat To Grant 

Pretiminary InNsuNcTION TO Restrarn Use or Trape-Name Hewp 

Error. 

Where plaintiff conducted a restaurant for five years under the 
name of “Marble Hall Branch,” refusal to grant preliminary injunc- 
tion to restrain use by defendants of the trade-name “Marble Hall 
Branch No. 3,” to designate their restaurant business two blocks 
away, held error. 


In equity. From an order refusing to grant a preliminary 


writ, plaintiff appeals. Order set aside, and cause remanded, with 
instructions. 


Prowell §& McBride and William Boizelle, all of New Orleans, 
La., for appellant. 
James G. Schillin, of New Orleans, La., for appellees. 
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Rocers, J.: This is a suit to restrain the defendants from 
using the trade-name under which plaintiff is conducting his busi- 
ness of restaurant and café in the city of New Orleans, and for 
the recovery of the damages caused by defendants’ alleged un- 
lawful acts. 

Plaintiff prayed for a preliminary injunction. The judge 
a quo granted a temporary restraining order, and issued a rule nisi 
upon defendants to show cause why a preliminary injunction 
should not be granted. 

A hearing was had upon the rule nisi, when the judge a quo 
rescinded the temporary restraining order and refused to grant 
the preliminary writ of injunction prayed for, from which order 
of refusal plaintiff has devolutively appealed. Act 29 of 1924, 
§ 5. 

It appears that plaintiff is the owner of a restaurant and 
café business, which he has been operating for five years under 
the name “Marble Hall Branch” at No. 802 North Rampart street, 
in the city of New Orleans, having purchased said establishment 
from one Nick Gentilich; that by means of advertising, careful 
attention to business, and courteous treatment of his patrons he 
has built up an established and lucrative trade; that the defend- 
ants were in his employ as waiters, and thereby became acquainted 
with the value of his trade-name; that they left his employ and 
opened up a similar business to that conducted by plaintiff under 
the name of “Marble Hall Branch No. 8,” located said business 
on North Rampart street, only two blocks distant from the estab- 
lishment of plaintiff; that they put up signs and advertised their 
business under the name of “Marble Hall Branch No. 3,” and 
arranged to have a telephone under said name placed in the tele- 
phone directory; that by reason of the use of said name defend- 
ants had actually attracted to their establishment some of the 
patrons of plaintiff under the belief that they were patronizing 
plaintiff. 

Defendants explain the use of the name adopted by them by 
showing that Mandich, one of the defendants, had asked one John 


le, 
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Gentilich, his uncle, if he had any objection to the use by the 
defendants of the words “Marble Hall Branch” to designate their 
place of business, and that Gentilich had replied that he had no 
objection. Gentilich had, at one time, owned a place of business 
on Lafayette street, something over a mile away from the North 
Rampart street location, which he conducted under the name of 
the “Marble Hall.” At the time of his conversation with Mandich 
he was no longer the owner of said business, having parted with 
it some months previously, and naturally was not concerned with 
whether defendants operated their business under said name or 
not. Besides, it appears that the Lafayette street business did 
not bear any name whatever, the name “Marble Hall” having 
been painted out during the past summer. 

It is well settled that this court will not compel a district 
judge to grant an injunction which he has refused, when the ap- 
plication for the injunction is not based upon any specific pro- 
vision of law, but upon the general provision as contained in Code 
Prac. art. 803, authorizing judges to grant injunctions when neces- 
sary “to prevent any injurious act,” the granting or refusing of 
such an injunction being addressed to the sound discretion of the 
judge. State v. Rightor, 88 La. Ann. 916; Johnson v. Judge, Ann. 
852, 5 So. 416; Denis v. Judge, 105 La. 782, 80 So. 101. 

But it is equally well settled that a district judge will be 
ordered to grant an injunction in limine where a clear case is pre- 
sented, and the requirements of the law have been complied with, 
and where injury would result were the apprehended act sought 
to be prevented not arrested. Lafitte v. Judge, 51 La. Ann. 1768, 
26 So. 374; Lehman v. King, 46 La. Ann. 174, 15 So. 283; State 
ex rel. Nicholson v. Judge, 37 La. Ann. 842; State ez rel. Murray 
v. Lazarus, 86 La. Ann. 578. 

It is unnecessary to cite authority, of which there is no end, 
holding that trade-names will be protected against unfair use, 
simulation, or imitation. 

In the circumstances of this case, we are of the opinion that 
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the judge a quo erred in refusing to grant the preliminary writ of 
injunction applied for by plaintiff. 

For the reasons assigned, it is decreed that the order herein 
appealed from be and it is hereby set aside, and it is now ordered 
and decreed that this case be remanded, with instructions to the 
district judge to issue the preliminary writ of injunction as prayed 
for by plaintiff, upon his furnishing bond, conditioned as the law 
directs, with good and solvent surety in such sum as the said judge 
shall fix, the said case thereafter to be proceeded with according 
to law; defendants paying costs of appeal. 

O’Neit1, C. J., concurs in the decree. 


OstermMoor & Company, INcorPoRATED v. Rose Sprine & 
Matrress Company 


Court of Appeals of the District of Columbia 
April 6, 1925 


Trave-Marxs—InrTerFerENCE—Picrure or Matrress anNp Woman For Mar- 
TRESSES—SEPARATE REGISTRATION OF SALIENT FeaturEs—RIGuHT TO 
Svuoccestive Marx nor Exc.usive. 

The adoption of a suggestive mark by one trader will not preclude 
all other traders from employing another mark of equal suggestive- 
ness, provided such other mark is not deceptively similar. Appellant, 
by the prior use on mattresses of a composite mark consisting of 
representations of a mattress, and in other sections thereof, of similar 
devices accompanied by the half-figure of a woman, could not, by 
segregating his mark and registering each of its features separately, 
prevent the registration by another of any particular part of the mark 
as actually used, when such registration would cause no confusion in 
trade or prejudice the first user. 


Appeal from a decision in an opposition proceeding. Affirmed. 
(For Commissioner’s decision see 14 T. M. Rep. 244.) 


H. F. Riley, of Washington, D. C., and C. C. Cousing, of New 
York, N. Y., for appellant. 
E. W. Bradford, of Washington, D. C., for appellee. 


Petition for rehearing denied April 24, 1925. 
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Before Martin, Chief Justice, and Ross and Van Orspet, 
Associate Justices. 


Ross, A. J.: This is a trade-mark opposition proceeding in 
which the tribunals of the Patent Office accorded the right of regis- 
tration to the appellee of the following mark, in use since 1912: 


4739 Vatu Appume Beenin 


SAGES NS 
ein ae 


Famer = : 
/ rx pte 4 an bXi 


AVL Te beyeoy CAT eS ee 


For about twenty years appellant has used a composite mark 
consisting of a label on which is a circle divided into quarters, two 
of the quarters containing representations of a mattress and bearing 
the legend 

“Trade Mark 
Reg. U.S. 
Pat. Off.” 


In the other two quarters are similar representations of a mattress 
with a half-figure of a woman and the same legend. Since the filing 
of the opposition, the two marks first mentioned have been can- 
celled, as purely descriptive. See Int. Bedding Co. v. Ostermoor 
§ Co., 319 O. G. 285 [14 T. M. Rep. 148]. The correctness of 
this decision is apparent from an ocular inspection of these marks. 
It well might be questioned whether the two other alleged marks, 
standing alone, are not subject to the same objection, for the 





OSTERMOOR & CO. V. ROSE SPRING & MATTRESS CO. 469 


dominating feature of each is a mattress, and the half-figure of a 
woman is so subordinate and incidental as not to be sufficiently dis- 
tinctive to overcome this objection. See McIlhenny’s Son v. Trap- 
pey & Sons, 51 App. D. C. 278, 275 [12 T. M. Rep. 91]. In 
Weiss & Co. v. Stuart, Keith § Co., Patent Appeal No. 1690, pres- 
ent term, we reaffirmed a prior ruling in Planten v. Canton Phar- 
macy Co., 88 App. D. C. 268, to the effect that a party may not 
segregate his trade-mark and, by registering each of its features 
separately, prevent the registration by another of any particular 
part of the mark as actually used, when such registration and use 
by another would cause no confusion in the trade or prejudice to 
the first user. That ruling is applicable here. Appellant’s mark 
obviously should be considered in its entirety, for determination of 
the question whether concurrent use of the opposing marks would 
be likely to result in confusion; and, in determining that question, 
we must give due effect to the rule that the adoption of a suggestive 
mark by one trader will not preclude all other traders from employ- 
ing another mark of equal suggestiveness, provided such other 


mark is not deceptively similar. Bartlett Co. v. Arbuckle Bros., 
52 App. D. C. 267, 285 Fed. 1001 [18 T. M. Rep. 22]. 

Tested by this rule, we think it quite apparent that the Patent 
Office decision was correct. This is not an attempt by one party 
to register the dominating feature of an adversary’s mark, as in 
Carmel Wine Co. v. Cal. Winery, 88 App. D. C. 1 [2 T. M. Rep. 
83]. The decision is affirmed. 
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A BC Srorss, Inc., er av. v. T. S. Ricney & Co. 
(266 S. W. 551) 


Court of Civil Appeals of Texas 


October 25, 1924. Rehearing Denied November 12, 1924 


Trapve-Marxs anp Trape-Names—Unram Competition—Ricut to Marx— 

TereiroriaL Limitations. 

Where the business of the parties is the same, although not cover- 
ing the same territory, the well-established rule is that, in the use of a 
trade-name, one’s protection is coextensive only with his market. 

Same—Score or Recistration Unper Strate Stratore—Ricut THEREUNDER 
not Necessarity CoexTensive WirH Strate Bounparies. 

Registration under the statute (Art. 706, Texas Rev. Stat.) does 
not confer any greater or newer rights than already existed at com- 
mon-law without registration. Under the common-law, the exclusive 
use of a trade-name was acquired by the one who first adopted and 
used it, but the exclusiveness of its use was confined to the locality or 
the extent of the market where the business was conducted. It is the 
business, and not the trade-name, that is protected. 

Same—Same—Ricuts or Prion User not AFrrecrep BY REGISTRATION TO 

ANOTHER. 

The subsequent registration of a trade-name by anyone cannot 
affect the common-law rights of a prior user, the purpose of regis- 
tration being to facilitate the remedy and in such cases it confers no 
new rights. 

Same—Same—Riucut or Later User vo “A B C Store” rx Limitep Area 

PRorecren. 

The right of appellees, who for over two years used with ap- 
pellant’s permission, the name “A B C Store” and other trade descrip- 
tions in connection with their business in Beaumont, Texas, to con- 
tinue the use of such designations held entitled to protection, notwith- 
standing that appellants had prior use thereof in the cities of Houston 
and Galveston, and registered the same with the Secretary of State of 
Texas and later opened a competing store at Beaumont. 

Same—Same—Titie to Trape-Marx Osrarnep THroveH UNAUTHORIZED 

Sate Hetp Invaum. 

Where the sale of a trade-mark, in connection with the business 
and good-will, to the appellant to appellees by the former’s president 
was unauthorized by the directors of appellant corporation, held that 
appellees gained no title to the mark thereby. 

Same—Same—Limit or Exctusive Ricut to Marx. 

Prior adoption and use of trade-name and advertising parapher- 
nalia by company operating retail grocery stores at Galveston and 
Houston, did not give it exclusive right to use them in Beaumont, to 
which its market did not reach. 


In equity. Suit for unfair competition. Decree for plaintiff, 
and defendants appeal. Affirmed. 
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Boyles, Brown & Scott, of Houston, Tex., for appellants. 
A. L. Shaw and F. M. Sheffield, both of Beaumont, Tex., for 
appellee. 


O’Quinn, J.: This is an appeal from a judgment perpetuat- 
ing an injunction. The record discloses the following: 

In September, 1919, appellant the A B C Stores, Inc., was in- 
corporated under and by virtue of the laws of the state of Texas. 
The original incorporators were Ernest Alexander, W. D. Bell, and 
Edward Boyles; Boyles owning 70 of the 100 shares of stock. 
Alexander was president of the company from the time of its in- 
corporation to January 12, 1923. Boyles has at all times been its 
secretary. Appellant opened its original and first store in Galves- 
ton, Tex., and later added a second store at Houston, Tex., and 
still later added another store at Houston. Some time in the year 
1920, appellant adopted and began using as its advertising para- 
phernalia the A B C blocks appearing thus: 


STORES 


“HAKES BUYING AS 
EASY AS A. B.C.” 


EASY TO SHOP AND 
EASY ON YOUR PURSE 
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In June, 1921, Alexander and Wm. A. Ryan, under a joint- 
stock association, organized the Texas Food Shop and opened a 
store at Beaumont, Tex. In October, 1922, the Texas Food Shop 
was incorporated under the laws of Texas, and Alexander was its 
president at all times, until it was sold to appellee, about January 
1, 1923. Alexander owned practically one-half of the stock. By 
permission of the appellant the A B C Stores, Inc., the Texas Food 
Shop used the A B C blocks in advertising in Beaumont, and its 
store was known and advertised as the A B C Store. 

January 5, 1923, the Texas Food Shop, through Alexander, its 
president, made a bill of sale to T. S. Richey & Co., a partnership 
composed of T. S. Richey and Paul White, conveying to them the 
Beaumont store, fixtures, merchandise, and the right to use the 
trade-name “A B C Store” in the city of Beaumont for a period of 
25 years, from May 28, 1921 (the date of the organizing of the 
Texas Food Shop), for a consideration of $22,570.46. 

T. S. Richey, on June 21, 1921, became an employee of the 
Texas Food Shop, and was placed in control of, and had the control 
and management of, the Texas Food Shop store, kr <n as the 
“A BC Store” of Beaumont from the time of its opening up to and 
until it was sold to T. S. Richey & Co., about January 1, 1923. 
During all of its operations, the Texas Food Shop, known as the 
“A BC Store” at Beaumont, was managed from Houston, and all 
books, both of appellant, the A B C Stores, Inc., including the store 
at Galveston and the two stores at Houston), and the Texas Food 
Shop, or A B C Store at Beaumont, were kept in Houston and by 
the same employees. Alexander, president of both the A B C 
Stores, Inc., and the Texas Food Shop, or A B C Store at Beau- 
mont, resided in Houston and supervised the operation of all the 
concerns from Houston. Richey, as manager of the Beaumont 






































A B C Store, received all supplies, groceries, etc., and all orders, 
from Alexander, at Houston. Richey knew that the A B C Stores, 
Inc., at Galveston and Houston used no other trade-name or adver- 
tising medium other than the A B C blocks and accompanying in- 
signia. 

The by-laws of the A B C Stores, Inc., provide that the board 
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of directors shall have absolute control of its affairs. The by-laws 
further provide that the president of the corporation shall be the 
chief executive officer and in entire control of any and all affairs 
of the corporation, subject to the direction and control of the board 
of directors and the by-laws, and that all deeds, mortgages, bills of 
sale, and all other formal instruments, outside of the regular course 
of its business, shall be signed by the president and attested with its 
corporate seal by its secretary. 

On January 5, 1923, Alexander informed Boyles that he and 
Ryan had sold the Beaumont store to Richey and White. The next 
day Boyles went to Beaumont to see Richey, and, upon learning 
from Richey that he had a bill of sale from the Texas Food Shop, 
undertaking to convey the right to use the name “A B C Store,” he 
advised Richey that Alexander did not have the authority to convey 
the trade-name of “the A B C Stores” for a period of 25 years, or 
any other time. Richey immediately went to his bank and made 
inquiry, and found that the money paid into the bank the day be- 
fore for the purchase of the A B C Store of Alexander had been 
drawn out. Boyles and Richey then went to the law office of A. L. 
Shaw, who represented Richey, and the matter was there discussed, 
and that evening Richey and Shaw went with Boyles to Houston, 
and that night there was a meeting in the office of Fulbright & 
Crooker, lawyers, and Alexander was present. At that meeting, 
Boyles stated to Richey and Shaw that there had been no authority 
from the board of directors of the A B C Stores, Inc., authorizing 
Alexander to sell the trade-name of the corporation, or of the right 
to use it. Later, on the 10th day of January, 1923, Boyles, as 
secretary of the A B C Stores, Inc., sent a telegram to Richey and 
White, advising them that the corporation had never authorized the 
granting of the use of the name “A B C Stores” to Richey, White, 
or any one else, and repudiated the transaction of Alexander with 
them, and confirmed the telegram with registered letters, which 
were duly received by the parties. On January 12, 1923, the board 
of directors of the A B C Stores, Inc., passed a resolution expressly 
repudiating Alexander’s sale of the right to use the name “A B C 
Stores” to Richey and White, and Boyles went to Beaumont the 
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next day and exhibited the original resolution of repudiation to 
Richey and his lawyer, Mr. Shaw, and again stated to them that 
the A B C Stores, Inc., would not sell or permit to be sold its 
trade-name or the use thereof for any period of time. 

In November, 1923, the A B C Stores, Inc., opened a store in 
Beaumont and on November 26, 1923, filed and had registered in 
the office of the secretary of state, under provision of article 706, 
Revised Statutes, the A B C blocks and trade-name (being the ad- 
vertising paraphernalia in controversy herein) as its trade-name and 


advertising paraphernalia. 

The A B C Store of Beaumont was opened in June, 1921, by 
the Texas Food Shop, a joint-stock association composed of Alex- 
ander and Ryan, and, with the permission of the A B C Stores, Inc., 
was operated in the name of the “A B C Store” and used the ad- 


vertising paraphernalia in question. Richey was the manager of the 
A B C Store in Beaumont from its inception until he and White 
purchased it from Alexander, about January 1, 1923. During all 
this time the trade-name of the store was “A B C Store,” and the 
A BC blocks and advertising paraphernalia were used to advertise 
its business. After the sale of the store to Richey and White, the 
store, notwithstanding the controversy with appellant over the sale 
of the use of the trade-name, was continued to be run and operated 
in the name of “A B C Store,” and the same advertising parapher- 
nalia, the A B C blocks, used until the opening by appellant, of its 
store in Beaumont in November, 1923, when this suit was brought 
by appellee to enjoin appellant from using the name “A B C 
Stores,” or advertising with the A B C blocks in Beaumont and 
Jefferson County. 

There was a decree in favor of appellee, from which appellant 
brings this appeal. 

This case does not involve infringement of a trade-mark, but is 
one in the nature of unfair competition, growing out of the use of 
the same trade-name and advertising paraphernalia in the same 
locality. 

Appellee claims the right to use the trade-name, both by pur- 
chase from the Texas Food Shop and by adoption and user. We 
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do not believe that appellee’s contention as to purchase can be sus- 
tained. While it is true that appellee purchased from Alexander, 
acting for the Texas Food Shop, and paid for the right to use the 
trade-name and advertising paraphernalia for 25 years, still the use 
of the trade-name “A B C Store” and the attendant advertising 
paraphernalia by the Texas Food Shop appears to have been by 
the permission of the A B C Stores, Inc., and as Alexander did not 
testify on the trial, it does not appear that the Texas Food Shop 
adopted and used said trade-name as its trade-name, independently 
of said permissive use by appellant. It is undisputed that appellant 
at no time and in no way authorized Alexander to sell the trade- 
name or the use thereof, and, when it was made aware that he had 
done so, it immediately repudiated his act and so notified appellee; 
so that appellee’s claim of right to use the trade-name by purchase, 
we think, cannot be sustained. 

But appellee also contends that it adopted and used the trade- 
name and advertising paraphernalia from and after purchasing the 
A B C Store from the Texas Food Shop, and after appellants’ pro- 
test and repudiation of its purchase from Alexander, and that it so 
used same for a long period of time before appellant opened its store 
in Beaumont, and hence it is entitled to protection from appellant’s 
use of same, by reason of its first appropriation and user in this 
territory. 

In opposition to this contention, appellant contends that it was 
the first to adopt and use said trade-name, having adopted and used 
same in connection with its store in Galveston, Tex., in 1920, and 
later in connection with its two stores in Houston, Tex. It is un- 
disputed that appellant did adopt and use the trade-name “the 
A B C Stores, Inc.,” and used the advertising paraphernalia in 
question in both Galveston and Houston before the Texas Food 
Shop was organized, and its store at Beaumont opened under the 
name of “A B C Store,” and the advertising paraphernalia used in 
Beaumont; but we do not believe that this prior adoption and user 
of the trade-name and advertising paraphernalia at Galveston and 
Houston gave to appellant the exclusive right to use the same in the 
Beaumont territory. Appellant and appellee are engaged in busi- 
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ness of the same nature, selling at retail groceries, produce, meats, 
etc. The business of each is wholly retail and purely local, and, be- 
fore appellant opened its store at Beaumont, at points remote from 
each other. There was no competition between appellant and 
appellee until appellant entered the territory where appellee was 
engaged in sales. In cases of this character, we believe the well- 
established rule is that, in the use of a trade-name, one’s protection 
is coextensive only with his market. What was appellant’s market? 
It had one store in Galveston, Galveston County, Tex., and two 
stores in Houston, Harris County, Tex. It had none in Beaumont, 
or in Jefferson County, Tex., which is territory remote from either 
of appellant’s established stores. Its business was retail and local, 
so that its market did not reach anywhere near to Beaumont, the 
territory occupied by appellees. The trade-name and advertising 
symbols of appellant could not extend into regions where its goods 
were not sold, where it had no customers, and where it had no 
trade. Eastern Outfitting Co. v. Manheim, 59 Wash. 428, 110 P. 
23, 35 L. R. A. (N. S.) 251; Sartor v. Schaden, 125 Iowa, 696, 101 
N. W. 511, 514; Kaufman v. Kaufman et al., 223 Mass. 104, 111 
N. E. 691 [6 T. M. Rep. 266]; Ball v. Broadway Bazaar, 121 App. 
Div. 546, 106 N. Y. S. 249; Hanover Star Milling Co. v. Allen & 
Wheeler Co., 208 F. 518, 125 C. C. A. 515, L. R. A. 1916D, 186 
[3 T. M. Rep. 521]; Hanover Star Milling Co. v. Metcalf, 240 
U. S. 403, 36 S. Ct. 357, 60 L. Ed. 713 [6 T. M. Rep. 149]; Pfirigh 
v. Eagle White Lead Co., 185 F. 769, 107 C. C. A. 659 [1 T. M. 
Rep. 101], writ of certiorari denied 220 U. S. 615, 31 S. Ct. 719, 
55 L. Ed. 610; 26 R. C. L. § 12, pp. 889, 840; 38 Cyc. 825. As 
the cited authorities are directly in point and available, we do not 
deem it necessary to quote from same. 

But appellant says that, independent of its adoption and use 
of the trade-name and advertising paraphernalia in Galveston and 
Houston, it is entitled to the exclusive use of same throughout the 
state of Texas, by reason of its having, in pursuance of article 706, 
Revised Statutes, registered same with the secretary of state on 
November 26, 1923, prior to the bringing of this suit by appellee. 

We believe this to be the controlling question in the case. If 
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this contention is correct, then the judgment should be reversed 
and here rendered for appellant. After careful consideration, we 
think it doubtful whether registering the trade-name by appellant 
gave it the right of exclusive user coextensive with the bounds of 
the state. As above stated, appellant’s business as originally organ- 
ized, and under which the trade-name was selected and the business 
since conducted, was and is local, not general. It sells by retail to 
local customers. It is not engaged in manufacturing goods, stamp- 
ing them with its trade-mark and offering to sell them to the trade 
generally. It is not engaged in wholesale sales and shipments to 
different parts of the state. That being true, we do not believe the 
law (article 706, Revised Statutes) intended that the registering of 
a trade-name should render its use exclusive to the registrant as to 
all sections of the state. It is not believed that registration, under 
the statute, confers any greater or new rights than already existed 
at common law without registration. 38 Cyc. pp. 862, 863. Under 
the common law, the exclusive use of a trade-name was acquired by 
the one who first adopted and used it, but the exclusiveness of its 
use was confined to the locality or the extent of the market where 
the business was conducted. It is the business, and not the trade- 
name, that is protected. Hanover Star Milling Co. v. Allen §& 
Wheeler Co., 208 F. 519, 125 C. C. A. 515, L. R. A. 1916D, 136, 
note 148 [8 T. M. Rep. 521]. Registration of a trade-name cannot 
confer title upon the registrant, if some other individual, by prior 
adoption and use has acquired a common-law title to same, nor can 
it vest a title in the registrant as against another’s common-law 
title. Thomas G. Carroll § Son Co. v. MelIlvaine § Baldwin 
(C. C.) 171 F. 125. This is but saying, in other words, that the 
subsequent registration of a trade-name by one cannot affect the 
common-law rights of a prior user. The registration by appellant 
occurred long after appellee’s rights at common law had accrued, 
and after the controversy over appellee’s right to use the trade- 
name in Beaumont had existed for nearly a year. 

Furthermore, statutory provisions for the registration of trade- 
marks or trade-names, as a general rule, apply only to words, marks, 
or symbols which have already become trade-marks or trade-names 
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by adoption and user. The purpose of registration is merely to 
facilitate the remedy, and in such cases confers no new rights. 38 
Cyc. pp. 850, 851. The Texas Food Shop had been using the 
trade-name “A B C Store,” and advertising with the A B C blocks 
in Beaumont from June, 1921, to January, 1923, and, though this 
is shown to have been with the permission of appellant, still the 
trade-name and the advertising methods were used in connection 
with the store for that time, and the business became and was 
known as such, and, after the Texas Food Shop sold its store to 
appellee, it continued to be operated as the “A B C Store,” and the 
same advertising methods employed to build up its business. This 
continued, despite the protest of appellant for almost another year 
before appellant opened its store in Beaumont under the same name, 
and advertised with the same methods and paraphernalia, when this 
suit was brought by appellee. 

The good-will of the business, and the trade-name indicative 
thereof in Beaumont, which had been built up by appellee by the 
expenditure of considerable money and more than two years of en- 


deavor and honest dealing with its customers, were its property at 
the time appellant registered its trade-name and opened its store, 
and were entitled to the protection which the law gives. 
We think the judgment should be affirmed, and it is so ordered. 
Affirmed. 








